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Office Action Summary 




□ Responsive to communication(s) filed on 

□ This action is FINAL. orosecution as to the merits is closed 

in accordance with the practice under £x parte Quayle, 1 935 C ^^^^^^^^ ^^^^^^ ^^^^^ ^^^^^^^^^ 

A shortened statutory period for response to this action jf^^jf J^^^^^^^ period for response will cause the 

fs longer, from the mailing date of t 's co^^^^^ LSo'^^ -^V be obtained under the provisions of 

application to become abandoned. (35 U.b.u s looi- 

37 CFR 1.136(a). 



Disposition of Claims 

H Claim(s) 7-20 _ 



Of the above, claim(s) 

□ Claim(s) . 

Kl Ctaim(s) 

□ Claim (s) - 

□ Claims 



_ is/are pending in the application, 
is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 



is/are objected to. 



are subject to restriction or election requirement. 



^ts::.:::::*. No*e o, .^^-^ D,a»,„. ^^o.^- 

is/are objected to by the Examiner. 

□ The draw.ng(s) f.led on Approved Qisapproved. 

□ The proposed drawing correction, filed on ^ 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 ^^^^^ 35 g.C. § 119(a)-(d). 

□ received. 

□ received in Application No. (Series Code/Serial Number) — ^ 2(a)). 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)) 

♦Certified copies not received: . or hqp § 119(e) 

□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attachment(s) 

K Notice of References Cited, PTO-892 

S information Disclosure Statement(s). PTO-1449, Paper No(s). __J__ 

□ interview Summary, PTO-413 

^ Notice of Draftsperson-s Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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Claims 1-20 are pending in this application. 



Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

^^^^^^^^^^^ 

J A 7<;TT<ir 119 second paragraph, as being indefinite for 
Claims 1-20 are rejected under 35 U.S.C. 1 U, secona g f , 

faiUng .0 parUcularly poim ou. and disUncrty Cain, *e subject r^r which applicant regards as 

the invention. 

Claims 1-2 arc «it,en in &„ctional language and therefore, broader than the enabling 
disclosure. For example, claim 1, recites "conjugating the fluorophore with an organic 
compound" (line 9. page 30), and claim 2. recites "reacting the organic compound and the 
fluorophore under covalem bond forming conditions" (lines 2-3). Thetctore. claims 1-9, are 
indefmite. Claims 1-2, must recite specific steps as to how one of ordinary skill in the art would 
perform flre conjugation and covalent bonding. The claims must r^ite the reagents, the reaction 
tes and conditions involve in the processes. A claim must stand alone to define the 
inventions, and incorporation into the claims by express reference to the specification or an 
externa, source is not permined. US^^IS^ " "^PQ 2d 1608, BdPatApp * htter. ,993. 

A broad range or limitation together with a n„ow range or limitation that falls within the 
b^ad range or limitation (in the same claim) is considered indefmite, since the resulting claim 
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does no. c,e.,y se. forth .he me.es and bounds of d,e pa.en. protection desired^ No.e tt,e 
explanationgiven by me Board ofPaten. Appeals and inrerferences in Bcp.«. W., 10 

USPQ2d 203. , 2033 (Bd, Pa.. App. & Mer. 1989). as .0 where broad language is followed by 
.,uch as" and Uren narrow language. The Board s.a.ed to. .his can render a Cain, indefini^ by 
raising a question or doub. as .o whe.her *e fea»e inhoduced by such language is (a) merely 
exemplary of *e remainder of the claim, and teeforc no. required, or (b, a require tea»e of 
^ clarms. No.e also, for example, *e decisions of ^..r,e 131 USPQ 74 (Bd. 

App 1961); E.par,e Hall, 83 USPQ 38 (Bd. App. 1948); and HascHe, 86 USPQ 481 

(Bd App. 1949). m fte presen. insUnee. Cairn 1, lines 6-7 reci.es flte broad recitation "Ra and 
Ra' are non-hydrogen subs.imen.". tire claim also recites on line 8, "Ra' includes a group 
.eacive .o de,ivati..ion". which is tire narrower smtemen. of ti.e range/limimtion. Wore, 
claims 1-9. are indefrmre. By deleting ti,e narrower range/limi.a.ion tire rejection would be 



overcome. 



The pl^aseologies "Z includes tire conjugated subsunce", line 18. claim 10; and 

..conjugaled subs«nce includes a phospha.e ester-, line 2, claim 12, are conftsing, and merefore 
claimslO-20are,ndetini.e.By.eplacingti.ephraseologyinclaimlO,w,ti,«Zrepresen.salinleer 

p,us.heconiuga.dsubsti.ce".andreplace.'inc,udes"wi.h"has"inclaiml2,tirercjec.io„ 



would be overcome. 
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Claim Rejections - 35 USC § 103 

* , r.r. of USC 103(a) which forms the basis for all 
The following is a quotation of 35 U.b.«^. iujw 

obviousness rejections set forth in this Office action: 

(a)Apatent .ay not be obtained though the invention is n.^^^^^^ 

eiof 02 o"*is title, if the differences bemeen *e s^bj^^^^^^^^ ,1^,^,, ,ade to a person 

manner in which the invention was made. 

Claims 1-9 are rejected under 35 U.S.C. ,03(a) as being unpaten^e over Mayer etal.. 
US 4 647 675, in view of Amos, et al.. US 4,900,686. and Kang US 5,846,737. 

AppUcanrs daim a process of conjugating rhodantine dyes of generic formula having 

.vera, subs.in.en.. For example, Rl .0 RM are each H. alM or cycloalkyl; Ra is allcyl, 
cycloalM or arylandZ-includes^econJugared substance". A.so,RlU0R14are each 

Halogens. Mayer etal., teach rhodamine dyes having formula 1, with several substituents. For 

1 11 1 V V ^irp pach chlorine or bromine. Seethe 
example, R, Rl to R5 are each alkyl, cycloalkyU X and Y are each cw 
abstract, specifc species incolumnsl.7,andclaimsl-5. The ditferencebetweentheinstant 

invention and that of Mayer et a,., is that applicants are claiming a process of makmg the 
conjugates while Mayer et al., do not teach a process of malcing the conjugates. However, 
A^ostetaUteachtheprocessofmaRlngconjugatesofrhodaminesdyeshavinggenericfomruia 

U.eexamplesl.vn). Amos.e.al.,alsoteach several linlcinggroupssuchasesters, aldehydes, 

eyanates, sulf.de, etc. Seethetableinco,umn3.K.gteachestheprocess of conjugatmg 
,.odan.inedyes.having formulae shownincolumnsl-4,tobac.eria,nucleicacid,etc.(see 
examplesl-,7).Kangalso,teaches.hat.heconjuga.ioncou,dbeperformedwithvirus,yea., 
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a„d ,0 i^obUixed solid or semi-solid support, such as polymer, membrane, polymeric particle, 
(microsphere). e,c. See column .0, lines 10-18. The rhodanrine dyes of Mayer e, al., Amoste. 
al., and Kang are analogous compounds. The instantly claimed process would have been obvious 
from the teachings of Mayer e. al.. Antost et al.. and Kang because, the use of analogous 
^ants in a well l=now„ process is prima facie obvious. ^SU^. USPQ 359, 1985. 
The motivation is to make additional nuorescent conjugates. 

Claims 10-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Mayer et 
al., US 4,647,675, in view of Amost et al., US 4.900,686, and Kang US 5,846,737. 

Applicants claim conjugated rhodamine dyes of generic formula 1. having several 
substituents. For example. R, to R14 are each H, alkyl or cycloalM; Ra is allcyl. cycloalkyl or 
aryl and Z "includes the conjugated substance". Also. Rl . to R14 are each halogens. Mayer et 
a, , teach rhodamine dyes having formula 1. with several substituents. For example. R. R. to R5 
are each alkyl. cycloalM; X and Y arc each chlorine or bromine. See the abst^ct, specific 
species in columns 1-7, ™d claims 1-5. The difference between the instant invention and that of 
Mayer et al., is that in the instant invention the compo^^ds are being clain. as conjugate while 
Mayer et al., do not teach the conjugates. However, Amost e. al., teach rhodamine dyes having 
generic formula 1. Amost e. al.. also teach tha, the dyes are commonly used as conjugates in 
biological diagnostic assays, and that the most commonly use dyes a,, fluorescent dyes (column 
unes 1-40). Kang teaches rhodamine dyes having fomtulae shown incolumns 1-4, and their 
method of use as conjugate of peptides, proteins nucleotides, etc. (column 1, lines 1-4). Kang 
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also, teaches Ae conjugation of rhodamine dyes to bacteria, virus, yeast, and to immobilized 
solid or semi-solid support, such as polymer, membrane, polymeric particle, (microsphere), etc. 
Seecolumn 10,lines 10-18. Therefore, the instau. invention is prima facie obvious ftom the 
cachings of Mayer et al.. Amost e. al., and Kang. One otordinary skill in the art would have 
known to conjugate die rhodamine dyes of Mayer et al., a, dte time the instant invention was 
made. The motivation is to make additional fluorescent conjugates. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Taofxq A. Solola whose telephone number is (703) 308-4690. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Joseph McKane, can be reached on (703) 308-4537. The fax phone number for 

this Group is (703) 308-4556. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-1235. 
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